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DETAILED OFFICE ACTION 

Election/Restrictions 
The withdrawal of claims drawn to isolated RNA encoded by the nucleic acid of 
claim 1 (further drawn to the elected sequence of SEQ ID NO: 14) has been 
reconsidered and claims 2, 5, 6, 7, 21, 22, 24 and 25 are rejoined. Currently, claims 1, 
2, 5-8, 11, 12, 14, and 21-26 are under examination. 

Oath/Declaration 

Applicants declaration that the names "Issac" and "Itzak" used interchangeable 
on a number of related pending patent applications both refer to the same inventor is 
acknowledged. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, 5-8, 11, 12, 14, and 21-26 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1 now recites the limitation "wherein the nucleic acid comprises about 50 
to about 120 nucleotides", in line 2 of said claim. However claim 1 also recites "an 
isolated nucleic acid comprising the sequence of SEQ ID NO: 14", wherein SEQ ID NO: 
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14 is a 77 nucleotide sequence. It is unclear how any nucleic acid comprises about 50 
to about 76 nucleotides" while still meeting the limitation of "comprising the sequence of 
SEQ ID NO: 14". Claims 2, 5-8, 11, 12, 14, and 21-25 are also included under this 
rejection due to their dependence from claim 1 . 

Claim 26 recites the limitation "the sequence set in SEQ ID No: 14" in lines 1 and 
2 of said claim. It is unclear from this claim what of the term "sequence set" is intended 
to encompass. The term "sequence set" does not indicate any particular ordering of 
nucleic acids selected from SEQ ID NO: 14, not does said term refer to the frequency a 
particular amino acid from SEQ ID NO: 14 may be selected. Alternatively, the term 
"sequence set" may refer to a selection of contiguous nucleic acids present in SEQ ID 
NO: 14. As such, the metes and bounds of the instant claim is rendered indefinite. 

For the purpose of continuing examination, the term "sequence set" has been 
construed to read as any selection of nucleic acids from SEQ ID NO: 14. 

Double Patenting 

Regarding use of the specification in obviousness-type double patenting 
rejections, the MPEP states in section 804: 

When considering whether the invention defined in a claim of an application is an 
obvious variation of the invention defined in the claim of a patent, the disclosure of the 
patent may not be used as prior art. This does not mean that one is precluded from all 
use of the patent disclosure. 
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The specification can always be used as a dictionary to learn the meaning of a 
term in the patent claim. In re Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). 
Further, those portions of the specification which provide support for the patent claims 
may also be examined and considered when addressing the issue of whether a claim in 
the application defines an obvious variation of an invention claimed in the patent. In re 
Vogel, 422 F.2d 438, 441-42, 164 USPQ 619, 622 (CCPA 1970). The court in Vogel 
recognized "that it is most difficult, if not meaningless, to try to say what is or is not an 
obvious variation of a claim," but that one can judge whether or not the invention 
claimed in an application is an obvious variation of an embodiment disclosed in the 
patent which provides support for the patent claim. According to the court, one must first 
"determine how much of the patent disclosure pertains to the invention claimed in the 
patent" because only "[t]his portion of the specification supports the patent claims and 
may be considered." The court pointed out that "this use of the disclosure is not in 
contravention of the cases forbidding its use as prior art, nor is it applying the patent as 
a reference under 35 U.S.C. 103, since only the disclosure of the invention claimed in 
the patent may be examined." 

Claims 1, 8, 11, 12, 14, and 23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-8, 
12, and 14 of copending Application No. 10/536,560; claims 1-8, 12, and 14 of 
copending Application No. 10/605,838; claims 1-8, 12, and 15 of cpfending Application 
No. 10/605,840; claims 1-8, 12, and 14 of copending Application No. 10/707,003; claims 
1 , 2, and 4 of copending Application No. 10/708,952; and claims 1 , 2, and 5 of 
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copending Application No. 10/709,739. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the identified claims in the 
above copending applications are generically drawn to a plurality sequences that are 
provided for in their respective disclosure. Since the above identified copending 
applications are related as child applications of the instant application (parent), the 
nucleotide sequences disclosed therein encompass SEQ ID No. 14 as is claimed in the 
instant application. Therefore the instant claims, which are specific to SEQ ID No. 14, 
are encompassed by the more broadly drawn claims of the above identified copending 
applications encompass a plurality of disclosed sequences. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 8, 11, 12, 14, and 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Brander et al. 

The claims are drawn to an isolated nucleic acid comprising the sequence of 
SEQ ID No. 14, a vector comprising SEQ ID No. 14, a means for inserting said vector 
into a cell, a probe comprising SEQ ID No. 14, a gene expression diction system 
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comprising the probe comprising SEQ ID No. 14, and an isolated nucleic acid 
complementary to the nucleic acid comprising SEQ ID No. 14. 

[Claims 1 and 23]: Brander et al. disclose the isolation of the and HIV-1 viral 
sequence for the Gag p17 region (gag) gene, and the subsequent submission to 
Genbank under accession number AF017925, which has 100% identity to that of the 
elected sequence, SEQ ID No. 14 (see Brander et al., page 2560, col. 2., lines 38-46) 
and a nucleic acid complementary to a nucleic acid comprising SEQ ID No. 14. 

[Claims 8, 1 1, and 12]: Brander et al. further discloses that the identified gag 
genes were isolated using routine molecular cloning techniques relying on PCR and cell 
transformations involving vector constructs containing the disclosed sequences (see 
Brander et al. pg 2560, col. 1, line 5 through col. 2, line 37), which reads on the instantly 
claimed limitations drawn to a vector, and a probe comprising SEQ ID No. 14, as well as 
a means for inserting said vector into a cell. 

[Claim 14]: Brander et al. further sets forth that the identified HIV-1 gag 
sequences were relied upon in a quantitative analysis of the expression of HIV-1 gag 
protein and variants thereof in HIV-1 cell lines (see page 2560, col. 2, line 48 through 
page 2564, col. 1, line 25), which reads upon the instantly claimed gene expression 
detection system comprising a probe comprising SEQ ID No. 14 and a gene expression 
detector. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 2, 5, 6, 7, 21, 22, 24, and 25 are rejected under 35 U.S.C. 102(e)(1) as 
being anticipated by McSwiggen (Pub. No. US 2003/0175950). 

The claims are drawn to an isolated RNA according to 18 to 24 nucleotides 
encoded by the nucleic acid of claim 1, which comprises SEQ ID NO: 14. 

McSwiggen sets forth methods and reagents useful for modulating HIV gene 
expression, specifically relating to small interfering RNA (siRNA). McSwiggen further 
discloses SEQ ID NOs: 502, 522, 527, 543, 569, 578, 586, 587, 602, 620, 623, 662, 
680, 701, 1240, 1260, 1265, 1281, 1307, 1316,1324,1325, 1340, 1358, 1361,1400, 
1418, and 1439, which are each 1 9 nucleotides in length and have 100% identify to a 
19mer sequence present in SEQ ID NO: 14 as instantly claimed (see Table I of 
McSwigggen and claims 3, 8, and 9). 

Response to Arguments 

Applicant's arguments filed 04/10/2006 have been fully considered but they are 
not persuasive. 

Applicants indication of SEQ ID NOs: 294, 781, 782, and 14496 from copending 
application No. 10/536,560 as being identical to the elected sequence of SEQ ID NO: 
14 under examination in the instant application is acknowledged. Since said copending 
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application contains generic claims open and reading on SEQ ID NOs: 294, 781, 782, 
and 14496 disclosed therein, the provisional Double Patenting rejection has been 
amended to also include application No. 10/536,560. 

In regards to claims provisionally rejected for obviousness-type double patenting, 
applicants request that the provisional rejection be withdrawn that since the provisional 
rejection is the only outstanding rejection. 

In response, it is noted that all claims in the instant application remain rejected on 
grounds other than obviousness-type double patenting. As such the provisional 
rejection of claims for obviousness-type double patenting will be maintained. 

In regards to the rejection of claims under 35 USC § 102(b), applicants argue 
that the sequence disclosed by Brander et al. is 451 nucleotides in length, and that the 
instant claim 1 recites that the nucleic acid is from about 50 to 120 nucleotides. As such, 
the instantly claimed sequence is distinct from that disclosed by Brander et al. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the nucleic acid is from about 50 to 120 nucleotides) are not recited in the rejected 
claims. Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). In the instant case, claim 1 recites the limitation of "the 
nucleic acid comprises about 50 up to about 120 nucleotides" in line 2 of said claim. The 
recitation of "the nucleic acid comprising" is open language and as such any sequence 
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of about 50 nucleotide or longer in length would meet the instant limitation. As such, the 
451 nucleotide sequence disclosed by Brander et al. satisfies the limitation of 
comprising from about 50 to 120 nucleotides as recited in claim 1. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric S. DeJong whose telephone number is (571) 272- 
6099. The examiner can normally be reached on 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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